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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --
Period for Reply

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS,
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION.

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed

after SIX (6) MONTHS from the mailing date of this communication.
- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication.
- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133).

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any

earned patent term adjustment. See 37 CFR 1.704(b).

Status
1)X] Responsive to communication(s) filed on 06 March 2009.
2a)X] This action is FINAL. 2b)[] This action is non-final.

3)[] Since this application is in condition for allowance except for formal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)X] Claim(s) 14-19,21-39,41-46 and 62 is/are pending in the application.
4a) Of the above claim(s) 57-62 is/are withdrawn from consideration.

5] Claim(s) ____is/are allowed.

6)X] Claim(s) 14-19,21-39,41-46 and 48-56 is/are rejected.

7)[] Claim(s) _____is/are objected to.

8)] Claim(s) _____ are subject to restriction and/or election requirement.

Application Papers

9)[] The specification is objected to by the Examiner.
10)X] The drawing(s) filed on 08 April 2008 is/are: a)[X] accepted or b)[_] objected to by the Examiner.
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a).
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d).
11)[] The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152.

Priority under 35 U.S.C. § 119

12)[X] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f).
a)XJ Al b)[] Some * c)[] None of:
1..X] Certified copies of the priority documents have been received.
2.[] Certified copies of the priority documents have been received in Application No.
3.[] Copies of the certified copies of the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).
* See the attached detailed Office action for a list of the certified copies not received.

Attachment(s)

1) & Notice of References Cited (PTO-892) 4) |:| Interview Summary (PTO-413)

2) [] Notice of Draftsperson’s Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. _

3) [X] Information Disclosure Statement(s) (PTO/SB/08) 5) L] Notice of Informal Patent Application
Paper No(s)/Mail Date 11/19/2008, 9/16/2008, 5/18/2009, 2/6/2009, 6) D Other: ____
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DETAILED ACTION
This office action is in response to an amendment filed on 3/06/20089.
Claim Rejections - 35 USC § 112

1. The following is a quotation of the first paragraph of 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and process of
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall
set forth the best mode contemplated by the inventor of carrying out his invention.

2. Claims 14-19, 21-39, 41-46, 48-56 rejected under 35 U.S.C. 112, first paragraph,
as failing to comply with the written description requirement. The claim(s) contains
subject matter which was not described in the specification in such a way as to
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the
application was filed, had possession of the claimed invention. The newly added
limitations in the all independent claims e.g. 1-19, Applicants claimed " neither melting
on a laser light incident face of the object nor forming a groove due to melting on the
laser light incident face" subject matter which was not described in the specification in
such a way as to reasonably convey to one skilled in the relevant art at the time the
application was filed.

3. The following is a quotation of the second paragraph of 35 U.S.C. 112:

The specification shall conclude with one or more claims patrticularly pointing out and distinctly
claiming the subject matter which the applicant regards as his invention.

4. Claims 14-19, 21-39, 41-46, 48-56 are rejected under 35 U.S.C. 112, second
paragraph, as being indefinite for failing to particularly point out and distinctly claim the
subject matter which applicant regards as the invention. All the independent claims e.g.

1-19, Applicants claimed "neither melting on a laser light incident face of the object nor
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forming a groove due to melting on the laser light incident face". However, Applicant
failed to particularly point out and distinctly claim the subject matter which applicant
regards as the invention. Furthermore, it appears that the above claimed limitations
direct to a negative limitation and the negative claimed limitation that rendered the claim
indefinite because it was an attempt to claim the invention by excluding what the
inventors did not invent rather than distinctly and particularly pointing out what they did
invent. In re Schechter, 205 F.2d 185, 98 USPQ 144 (CCPA 1953). See MPEP
2173.05(i).

5. For purpose of examination, Examiner assumes Sawada shows a laser

inherently anticipated above indefinite claimed limitations.

Claim Rejections - 35 USC § 102
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that

form the basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(b) the invention was patented or described in a printed publication in this or a foreigh country or in public
use or on sale in this country, more than one year prior to the date of application for patent in the United
States.

1. Claims 14, 18-20, 23, 26, 31-33, 41, 45-48, 50-56, are rejected under 35
U.S.C. 102(b) as being anticipated by Sawada (US. 2002/0115235) of record.

With regard to claims 14,18-19, 23, 26, 41,45-46, 48, 50-56, Sawada shows a
laser processing method (Figs. 12(A)-14(C) comprising the step of irradiating an object
to be processed comprising a substrate (W Fig. 12(A) and a laminate part (S2, Fig.

12(C)) disposed on a front face of the substrate (W) with laser light (L, Fig. 14(A)) while
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positioning a light-converging point at least within the substrate (W), so as to form a
modified region (G, Fig. 14(B)) due to multiphoton absorption at least within the
substrate, and causing the modified region to form a starting point region for cutting the
inside the object (Fig. 14(C)) in the object inside by a predetermined distance from the
laser light incident face of the object [0065-0067] and laminate part having at least one
semiconductor device [0004] and cutting the substrate (W) and the laminate part (S2)
along a line when a fracture generated in a thickness direction of the substrate from the
starting point region for cutting reaches a front face and a rear face of the object (Fig.
12(A) Fig. 12(D).

The recitation of “so as to form a modified region due to multiphoton absorption
at least within the substrate neither melting on a laser light incident face of the object
nor forming a groove due to melting on the laser light incident face, and causing the
modified region to form a starting point region for cutting the object n inside the object
by a predetermined distance from the laser light incident face of the object” is
substantially identical to the laser and substrate recited in Sawada in [0060-0066] and
claimed properties or functions are presumed to be inherent. Or where the claimed and
prior art products are identical or substantially identical in structure or composition, or
are produced by identical or substantially identical processes, a prima facie case of
either anticipation or obviousness has been established. In re Best, 195 USPQ 430, 433
(CCPA 1977) and MPEP 2112.01.

With regard to claim 31, Sawada shows the substrate (W) and the laminate part

(S2) are a plurality of substrates formed while abutting (Fig. 14(C )).
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With regard to claims 32-33, Sawada shows the substrate (W) and the laminate
part (S2) are a plurality of substrates attached to each other while forming a gap (G, 12
( C)) there between.
Claim Rejections - 35 USC § 103
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set
forth in section 102 of this title, if the differences between the subject matter sought to be patented and
the prior art are such that the subject matter as a whole would have been obvious at the time the
invention was made to a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was made.

This application currently names joint inventors. In considering patentability of
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of
the various claims was commonly owned at the time any inventions covered therein
were made absent any evidence to the contrary. Applicant is advised of the obligation
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was
not commonly owned at the time a later invention was made in order for the examiner to
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g)
prior art under 35 U.S.C. 103(a).

2. Claims 15-17, 21-22, 24-25, 27-30, 34, 36-39, 42-44, 49, are rejected under 35
U.S.C. 103(a) as being unpatentable over Sawada (US 2002/0115235 A1) in view of
Piwczyk et al. (6,376,797) all of record.

With regard to claims 15-17, 21, 24-25, 27-28, 37-39, 42-44, 49 Sawada teaches

a substrate dividing method (Figs. 12(A)-14(C) comprising the steps of irradiating a

substrate (W, Fig. 12(A)) and a laminate part (S2, Fig. 12(C)) disposed on front face of
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the substrate (W) with laser light (L, Fig. 14(A)) while positioning, and causing the
modified region modify region including a crack region [0016] and molten process
region [0015] within the substrate to form a starting point region for cutting along a line
along which the substrate should be cut (Fig. 14(C) in the substrate inside by a
predetermined distance [0066] from a laser light incident face of the substrate; and
grinding the substrate (Fig. 12(D)) after the step of forming the starting point region (G,
Fig. 12(B)) for cutting such that the substrate attains a predetermined thickness (t2, Fig.
12(D)) and a pulse width of 1 us or less [0069] and wherein the substrate surface
formed with at least one semiconductor device [0010 and 0004] and cutting the
substrate (W) and the laminate part (S2) along a line when a fracture generated in a
thickness direction of the substrate from the starting point region for cutting reaches a
front face and a rear face of the object (Fig. 12(A) Fig. 12(D).

The recitation of “so as to form a modified region including a crack region at least
within the substrate neither melting on a laser light incident face of the object nor
forming a groove due to melting on the laser light incident face, and causing the
modified region to form a starting point region for cutting the object inside the object
inside by a predetermined distance from the laser light incident face of the object” is
substantially identical to that of the claims and irradiating laser and substrate recited in
Sawada in [0060-0066] and [0071] is substantially identical and claimed properties or
functions are presumed to be inherent. Or where the claimed and prior art products are
identical or substantially identical in structure or composition, or are produced by

identical or substantially identical processes, a prima facie case of either anticipation or
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obviousness has been established. /n re Best, 195 USPQ 430, 433 (CCPA 1977) and
MPEP 2112.01.

Sawada fails to disclose specifically a light-converging point within the substrate
under a condition with “a peak power density of at least 1 x 10% (W/cm? at the light-
converging point”, so as to form a modified region including a crack region within the
substrate.

However, Sawada discloses a general laser light to from a modified region [0060-
0067]. An additional ref. is provided for supporting the facts “under a condition with a
peak power density of at least 1 x 10° (W/cm? at the light-converging point” (US Ref. US
6,376,797 in col. 3, lines 25-50 for mere facts). Accordingly, it would have been obvious
to one of ordinary skill in art to use teaching Sawada in the range as claimed, because it
has been held that where the general conditions of the claims are discloses in the prior
art, it is not inventive to discover the optimum or workable range by routine
experimentation. MPEP 2144.05.

With regard to claim 22, Sawada disclose the laser light irradiating the substrate
while positing the light converging point there within irradiates the substrate for front
face (Fig. 12(b)) instead of the rear face thereof. However, selection of any order of
performing process steps is prima facie obvious in the absence of new or unexpected
results; In re Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946); In re Gibson, 39 F2d
975, 5 USPQ 230 (CCPA 1930). MPEP 2144.04.

With regard to claims 27-28, Sawada teaches the modified region (G) is formed

within the substrate (W) which that the modified region shifts from the center position
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of the object in the thickness toward a rear face of the substrate (Figs. 12(A)-12(D)) and
applying stress to the object form the laminate part side [0011 wherein pellets P are
peeled form the adhesive sheet S2].

With regard to claim 29, Sawada teaches the modified region (G), is formed
within the substrate such that the modified region shifts from the center position of the
object in the thickness direction toward the front face of the substrate (Figs. 12(A)-
12(D)).

With regard to claim 30, Sawada teaches applying stress to the object from the
laminate part [0011 wherein pellets P are peeled form the adhesive sheet S2] instead of
opposite side of the laminate part. However, selection of any order of performing
process steps is prima facie obvious in the absence of new or unexpected results; In re
Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946); In re Gibson, 39 F2d 975, 5 USPQ
230 (CCPA 1930). MPEP 2144.04.

With regard to claim 36, Sawada teaches the object comprises the substrate and
the laminate part which is a laminated functional film (S2).

3. Claims 34-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over
Sawada in view of Radojevic et al. (US 2003/0010275) all of record.

With regard to claims 34-35, Sawada teaches the laminate part includes a first
laminate part (S2) on the front face of the second laminate part (S1) disposed on the
front face for the first laminate part. But, Sawada fails to teach the substrate is a glass

substrate and laminate part is an oxide film.
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Radojevic et al. teaches the substrate is a glass substrate 1301 in (Fig. 11) and
laminate part is an oxide film 1203 in (Fig. 11). At the time the invention was made; it
would have been obvious to a person having ordinary skill in the art to use the substrate
is a glass substrate and laminate part is an oxide film teaching of Radojevic et al. in the
method of cutting a substrate of Sawada, because such process helps to create good
bonding process between substrate and with subsequent layer such as adhesive layer
as taught by Radojevic et al [0079-0080].

Response to Arguments
4. Applicant's arguments filled on 3/6/2009 have been fully considered but are moot
in view of the new ground(s) of rejection.
Conclusion
5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time
policy as set forth in 37 CFR 1.136(a).

A shortened statutory period for reply to this final action is set to expire THREE
MONTHS from the mailing date of this action. In the event a first reply is filed within
TWO MONTHS of the mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened statutory period, then the
shortened statutory period will expire on the date the advisory action is mailed, and any
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of
the advisory action. In no event, however, will the statutory period for reply expire later

than SIX MONTHS from the mailing date of this final action.
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Any inquiry concerning this communication or earlier communications from the
examiner should be directed to ELIAS ULLAH whose telephone number is (571)272-
1415. The examiner can normally be reached on weekdays, between 8AM-5PM.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Thao Le can be reached on (571) 272-1708. The fax phone number for the
organization where this application or proceeding is assigned is 571-273-8300.

Information regarding the status of an application may be obtained from the
Patent Application Information Retrieval (PAIR) system. Status information for
published applications may be obtained from either Private PAIR or Public PAIR.
Status information for unpublished applications is available through Private PAIR only.
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should
you have questions on access to the Private PAIR system, contact the Electronic
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a
USPTO Customer Service Representative or access to the automated information
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000.

/Elias Ullah/ /Trung Dang/
Examiner, Art Unit 2892 Primary Examiner, Art Unit 2892

5/19/09
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